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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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earned patent term adjustment. See 37 CFR 1.704(b). 

Status 
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2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) E<] Claim(s) 1-42.51 and 52 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^1 Claim(s) 1-42,51 and 52 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121 (d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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1 . Applicant's communication filed on February 9, 2005 has been carefully studied 
by the Examiner. The arguments advanced therein are persuasive and the new 
ground(s) of rejections are applied to the pending claims presented in this Office action. 
Accordingly, this action is not made final. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1, 3, 4, 37 and 39, are rejected under 35 U.S.C. 102(b) as being 
anticipated by Crotts et al (U.S. Patent 6,215,943 B1). 

Regarding claim 1 , Crotts et al disclose an apparatus comprising: an optical fiber 
with a grating (see column 4 line 40 and 44, Bragg grating or long period grating), a 
tube (20, optical fiber channel holder) and an aperture (50, sample channel & port). The 
tube is a monolithic structure (see column 3 line 55) and a cylindrical shape (see Fig. 4). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1, 3-42, 51 and 52 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Pauluth et al (U.S. Patent 6,137,576, previously applied upon) and 

further in view of Murphy et al (U.S. Patent 5,864,641 , previously cited by applicant). 

Regarding claims 1 , 8 and 36, Pauluth et al disclose the claimed invention (see 

Fig. 1 and Fig. 7) including a reflection grating coupler equipped in a flow cell (29) with 

an inlet (30) and an outlet (31). However, Pauluth et al teach a planar waveguide but 

do not teach using an optical fiber. Murphy et al teach an optical waveguide sensor 

having a grating and a reactive coating and exposing the sensing area to a sample. 

Murphy et al further teach that the optical waveguide is either a planar optical 

waveguide, an integrated optic waveguide or a fiber optic waveguide (see column 7 

lines 50-53). Pauluth et al teaches using an optical waveguide for sensing region that is 

further coupled to an optical fiber (see Fig. 1). Thus, using an optical fiber in Pauluth et 

al as taught by Murphy et al would have been an obvious design choice to one having 

ordinary skill in the art at the time the invention was made and also using an optical fiber 

in the sensing region would not required coupling of the waveguide and the optical fiber 

thus providing improved coupling efficiency. It would have been obvious to one having 

ordinary skill in the art at the time the invention was made to use an optical fiber in 

Pauluth et al to improve coupling efficiency. Furthermore using an optical fiber in 

Pauluth et al as taught by Murphy et al instead of a planar waveguide would provide a 

fiber channel holder. 
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Regarding claims 5-7 and 9-13, Pauluth et al show two planar mating pieces of 
the substrate structure however does not teach a monolithic structure. It would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
to use a monolithic structure in Pauluth et al, since it has been held that forming in one 
piece an article which has formerly been formed in two pieces and put together involves 
only routine skill in the art. Since Pauluth et al's device comprises two mating pieces; 
the device would inherently be interchangeable. 

Regarding claims 14-24, even though Pauluth et al and Murphy et al only show 
one of each inlet, outlet and sample channel, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to apply any number of inlet, 
outlet and sample channels, since it has been held that mere duplication of the essential 
working parts of a device involves only routine skill in the art. 

Regarding claims 25 and 26, a standard microtiter plate has 9mm spacing, thus 
having 9mm spacing between sample channels would have been obvious in Pauluth et 
al and Murphy et al. 

Regarding claims 27-35, controlled delivery of the sample using various ways 
into the flow cell would have been obvious to one having ordinary skill in the art at the 
time the invention was made in order for the user to control the test for different 
applications. 

Regarding claims 37-42, even though Pauluth et al and Murphy et al (Murphy et 
al teach using a long period grating) do not teach that the grating is a Bragg grating. 
Bragg gratings are one of well known type of gratings that are used in the art and. Thus 
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it would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use any other well gratings including Bragg gratings (since 
applicant does not provide the criticality of having any particular grating) in Pauluth et al 
and Murphy et al as long as the grating detects the sample being testes. 

Regarding claims 51 and 52, since Pauluth et al and Murphy et al show two 
mating pieces that are put together to make a flow cell, one with ordinary skill in the art 
would recognize having means to connect all mating pieces together in Pauluth et al 
and Murphy et al in order to hold the pieces together. 

6. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pauluth et 
al and Murphy et al as applied to claim 1 above, and further in view of Chervet (U.S. 
Patent 5,057,216). . 

Regarding claim 2, even though Pauluth et al and Murphy et al teach the claimed 
invention except a curved sample channel. Chervet teach a curved flow cell provides 
no dead volume (see column 2 lines 53-61). Thus, it would have been obvious to one 
having ordinary skill in the art to use a curved sample channel in Pauluth et al and 
Murphy et al as taught by Chervet for optimum efficiency of the sensor by having no 
dead volume. 

Response to Arguments 

7. Applicant argues that the Pauluth et al do not teach an optical fiber grating. The 
Examiner does not agree with this. The Pauluth et al clearly teach using a grating as 
shown in Fig. 7 and as stated in column 7 lines 44-67). Applicant also argues that the 
Pauluth et al do not teach an optical fiber channel holder and fails to recognize the need 



Application/Control Number: 10/695,236 Page 6 

Art Unit: 2874 

to maintain alignment and consistent tension by using a glass plate to mount the optical 
fiber. As stated above the new ground of rejection (the Pauluth et al and Murphy et al) 
teaches the claimed optical fiber channel holder. Applicant argues that Pauluth et al do 
not teach a monolithic structure however, as described previously and above, forming in 
one piece an article which has formerly been formed in two pieces and putting together 
involves only routine skill in the art to reduce manufacturing process. 



Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Winkler et al (U.S. Patent 6,136,269) teaches using two 
substrates to form a flow cell (see Fig. 6). Kaltenbach (U.S. Patent 5,917,606) teaches 
a flow cell (see Fig. 5). O'Keefe et al (U.S. Patent 6,694,067 B1 ) teach an optical 
waveguide sensor with either a fiber optic or waveguide. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Juliana K. Kang whose telephone number is (571) 272- 
2348. The examiner can normally be reached on Mon. & Fri. 10:00-6:00 and Tue. & 
Thur. 10:00-3:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rod Bovernick can be reached on (571 ) 272-2344. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




